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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re: TrademarkRegistréion No.: 3527661

Mark CoolPap Bk
Registration DateNovember 04, 2008
Road Tools LLC Cancellation No.: 92053066
Petitioner
REGISTRANT'S RESPONSE TO
MOTION TO DISMISS
COUNTERCLAIM COUNT TWO
AND MOTION TO STRIKE
AFFIRMATIVE DEFENSES

VS.

YULONG COMPUTER
TELECOMMUNICATION; SCIENTIFIC
(SHENZHEN) Co., LTD

Registrant

AND RELATED CROSS ACTION

N N N N N N N N N

RegistrantYULONG COMPUTER TELECOMMUNICATION; SCIENTIFIC
(SHENZHEN) Co., LTDthrough undersigned counsel, hereby opposes Petitioner’'s Motion To
Dismiss Counterclaim Count Two and Motion To Strike Affirmative Defenses.

PROCEDURAL POSTURE AND INTRODUCTION

Petitioner Road Tools LLC (“Petitioner” or “Road Tool$igds concedeinh its Motion (as
well as in ts Answer to Counterclaim for Ceellation herein) that it hafiled this cancellation
matter seeking cancellation of the RegistsaFederal Trademark Registration No. 3527661, on
at time when the Petitioner had been involuntarily dissolved by the Massachusedtargef
State and thus had raticle Il standingto bring this action. Se@aradise Creations Inc. v. UV
Sales, Inc.315 F.3d 1304 (U.S.C.A. Fed. Cir. 2003).

Like the PlaintiffAppellant in theParadise Creationsase, the Petitioner herdion
April 30, 2009) had been administratively dissolbgdthe Secretary of Stater failing to file its
annual reports, pursuant to Massachusetts State law Statutes, chapter ¢66:C7Savhich
provides in part “(c) A limited liability company administratively dissolved continues in

existence, but shall not carry on any business exbaptecessary to wind up and liquidate its



affairs” Similarly, the Massachusetts State law is identical to the Florida State laweairniss
Paradise Creations case because both State tahibipdissolved entities from conducting
business except that necessary to wind up and liquidate their business andhigtailike the
Plaintiff-Appellant in theParadise Creationsase, the Petitioner herein hadmained
administratively dissolved until it obtained reinstatenm@pparently on November 12, 2010),
after the filing of the complaint in this action.

In Paradise Creationghe Court of Appeals for the Federal Circuit upheld the lower
court’s decisiordismissing the case on the bakiat “because the appellant had been
administratively dissolvedrsce August 1996, it did not have capacity to sue under Florida law
or standing to invoke the district court’s jurisdiction under Article Il of the UnitateS
Constitution.”

Even after thé?aradise Creations plainttiidobtained reinstatement the dist court
granted the appellee’s motion for summary judgment, holding that standing in feder& eourt
matter of federal law, and “depends upon the state of things at the time of theoectigint.”

Paradise Creationslo. 00-8898, slip op. at 5 (quoting Keene Corp. v. United S$tad&sU.S.

200, 207 (1993)). Therefore, the court reasoned, the Florida Corporation Statutes could not
retroactively create jurisdiction where it was lacking at the time the actionle@sld. at 7.”

On appeal, th&ederal Circuit upheld the lower court’s decision and specifically ruled
that a party “must establishasiding under Article 11l of the Constitution at the time it filed Suit.
Whether a party has standing to sue in federal court is a question of faderBaker v. Cary
369 U.S. 186, 204 (1962). Article 11l standing, like other bases of jurisdiction, generatipenus

present at the inception of the lawsuiujan v. Defenders of Wildlife504 U.S. 555, 570 n.5

(1992) (plurality opinion) (“[S]tanding is to be determined as of the commencement.9f s

seealsoKeene Corp. v. United Stateés08 U.S. 200, 207 (1993) (“[T]he jurisdiction of the Court




depends on the state of things at the time of the action broudtitZdnans for Official English

v. Arizong 520 U.S. 43, 64, 67 (1997) (holding that standing is an aspect of the case or
controversy requirement, which must be satisfied “at all stages of review”).

As noted above, whether a party has standing to assert the jurisdiction of adederal
is a question of federal law, and “standing is to be determined as of the commerufesudrit
Lujan, 504 U.S. at 570 n.5. Thus, like the Plainfiffpellant in Paradise Creatiori®pad Tools
not only lacked Article 3 standing to assert this acéibtine time it was filed, it similarly lacked

any enforceable right to assert a likelihood of confusion between its prior redistark and the

Registrant’s TradematRegistratiorNo.: 3527661 for the maiCoolPAD BBk at issue
herein.

Thus, athedirect result of Road Tools filing this action at time (nearly two years) after it
had been administratively dissolved, several unique issasbeen presented herein, which
themselves give rise to a unique ground for cancellation of Road Tools’ trademarikef®egis
No. 2563728 as well as the unique affirmative defense of trademark misuse, whicarhas be
alleged as a grounds for cancellatiorthe Registrant’s counterclaim, as based on Road Tools’
Petiion brought on September 27, 2010 and its assertion of ownership of such trademark
registration despite numerous factual errors and omissions in its pleadinite qotain fact that
as a dissolved limited liability company, it had no enforceable right to carry on any Busines
except that necessary to wind up awgillate its affairs

Rather than simply concede its position, Road Tools hasaased further delay and
increased the cost of this matter by filing an unwarranted Motion challengingtaauot the
Registrant’s counterclaimnd several of thaffirmative defenses raised by the Registrant in its

Answer to Road Tools’ Petition For Cancellation.



COUNT TWO OF REGISTRANT'S COUNTERCLAIM FOR CANCELLATION OF

REGISTRATION NO. 2563728 IS A VALID AND SUFFICIENT GROUND UNDER

THE CIRCUMSTANCES HEREIN

Inasmuchas the Petitioner had been administratively dissolved at the time that it filed this
action, Registrant filed a counterclaim for cancellation and ransedalia the following
grounds therefor:

“13. Upon information and belief, the mark shown in the ‘728 Registration has not
been used by theetitioner/Counterclaim Defendant since at least as early as April 30, 2009 and
is not presently in use by Petitioner/Counterclaim Defendant.

14. To the extent that the COOLPAD mark has been used, in connection with any
“computer stands specifically designed for holding a computer,” if any, since May 01, 2009 and
continuing through the present, it has been used solely as to misrepresent the shargeaxs
in connection with which such mark has been used.

15. Further by asserting the ‘728 Registration in this proceeding, (and without firs
having contacted the Registrant) well over two years after the Registcaobtaned the ‘661
Registration and well over one year after the Petitioner/Counterclaiem@eait had been
involuntarily dissolved by the Massachusetts Secretary of the Commonweattoneet
Counterclaim Defendant has engaged in trademark misuse herein.”

LEGAL STANDARD

Under Federal Rule of Civil Procedure 8(a)(2pl@ading must contain a “short and plain
statement of thelaim showing that the pleader is entitled to relief.”sliovive a motion to
dismiss, a complaint must contaufficient factual matter, accepted as true, to “staiaien to
relief that is plausible on its faceAshcroft vigbal, _U.S. , 129 S.Ct. 1937, 1949 (2009)
qguoting Bell Atlantic Corp. v. TwomBbI$50 U.S. 544, 570 (2007). “Determining whether a
complaint states a plausible clafor relief will ... be a contexspecific task that requires
the reviewing cart to draw on its judicial experience aommmon sense Ashcroft v. Igbalat
1950. The Supreme Court has “retired” the pleading standard that “a complaint should not be
dismissed for failure to state a claumless it appears beyond doubt that the plaintiff can prove

no set of facts in support of his claim which would entitle himelgef.” Bell Atlantic Corp. v.

Twomblyat 562-563 (“The phrase is best forgotten as an incomplete, negative gloss on an



acceptegleading standard: once a claim has be¢ated adequately, ihay be supported by
showing any set of facts consistent with éiflegations in the complaint.”Therefore, m order to
withstand a motion to dismiss for failui@ state a claim, a plaintiff need only allege such facts
aswould, if proved, establish that (1) the plaintiff has standing to maintain the pnogseaind
(2) a valid ground exists for opposing the mark. The pleading must be examined

in its entirety, construing the allegations thedderally, as required by Fed. R. Civ. P. 8(f), to
determinewhether it contains any allegations which, if proved, weulttle plaintiff to the

relief, soughtSee Lipton Industries, Inc. v. Ralston Purina &30 F.2d 1024, 213

USPQ 185 (CCPA 1982Kelly Services Inc. v. Greendemporaries Inc25 USPQ2d 1460
(TTAB 1992) and TBMP § 503.02 (2d. ed. rev. 2004).

For purposes of determining a motion to dismiss for failure to state a claim upon which
relief can be granted, all of plaintiff's welleaded allegations must be accepted as angkthe
complaint must be construed in the light most favorable to plaiSe#. Advanced
Cardiovascular Systems Inc. v. SciMed Life Systemg988 F.2d 1157, 26 USPQ2d 1038 (Fed.
Cir. 1993);seealso5A Wright & Miller, Federal Practice And Procedur€ivil 2d § 1357
(1990). Dismissal for insufficiency is appropriate only if it appears certairfpetser is
entitled to no relief under any set of facts which could be proved in support of its S&em.
Stanspec Co. v. American Chain & Cable Company, 53d.,F.2d 563, 189 USPQ
420 (CCPA 1976).

In evaluating the sufficiency of a pleading, Tradenfaudke 2.104(a) provides that:

The opposition must set forth a short and plain statement showing why the opposer believes he,
she or it would be damaged by the registration of the opposed mark and state the grounds for
opposition. The elements of each claim should be stated conciselgieeudly, and include

enough detail to give the defendéait notice.SeeFed. R. Civ. P. 8(e)(1kee also Harsco



Corp.v. Electrical Sciences In®,USPQ2d 1570, 1571 (since function of pleadings is to give
fair notice ofclaim, a party is allowed reasonable latitude irstisgement of its claims). Under
the simplified noticgpleading of the Federal Rules of Civil Procedure, the allegations of a
complaint should be construed liberally.

In this case, Registrant has specifically alleged that while dissolved and legdilg tm
conduct any business other than the winding up and liquidating of its affairs, Road Tools,
appaently knowingly and willfully asserted a Federal TradenRekistration (the ‘728
Registration)n an attempt to deceive or mislead consumers or others in theitreldeing
Registrant) into believing that the mark was validly registered &tlitoughthe mark shown in
the ‘728 Registration could not legally be uggdommerceoy Petitioneras such entityas no
longer in existencepgnd that such mark was not then in use and had not been used by Road
Tools since at least as early as April 30, 2@08ther, Registrant alleged that to the extent that
the COOLPAD mark has been used, in connection with any “computer stands spgcificall
designed for holding a computer,” if any, since May 01, 2009, and continuing through the
present, it has been used $pkes to misrepresent the source of the goods in connection with
which such mark has been used. Therefore, it was properly alleged that by assefTi2g the
Registration in this proceeding, well over two years after the Registraobleided the subject
‘661 Registration and well over one year after the Petitioner/Counterclaiemdeft had been
involuntarily dissolved by the Massachusetts Secretary of the Commonweattneet
Counterclaim Defendant has engaged in trademark misuse herein.

Thus although Petitioner’s counsel has argadds Motionthat “Trademark misuse is
not an independent cause of action, but is, instead only an affirmative defenseléoaika
infringement claim,’he overlooks the important distinction between Faldéourt irfringement

actions and TTAB opposition and cancellation proceedings. Indeed, thalFRedleuit has held:



“The improper use of a registration noticeconnection with an unregistered mark, if done with
intentto deceive the purchasing public or others in the trade into believing that the mark is
registered, is a ground for denying the registration of an otherwise registraklé Gapelands’
Enterprises Inc. v. CNV Inc20 USPQ2d 1295, 1298 (Fed. Cir. 199Therefore, trademark
misuse is certainly argund for opposition in TTAB matters.

Presumably, the sanee similar fraudulentonduct would sustain a petition to cancel as
well, especially in theircumstances presented here, where a defunct company sees an
opportunity to exploit its abandoned mark well after it has been legally dissolvetiuahd t
brings a TTAB cancellation action attacking a mark that it could have opposed geavhen it
was still in existence.

Moreover, the Board has indeed recognized approvingly a cause of action for trademark
misuse, in the matter dlorth Atlantic Operating Co., Inc. et al v. DEnterprises, Inc.
Opposition No. 91158276), in which it denied a motion to dismiss as based on the legal
sufficiency in the claims brought therein. As such, Petitioner's Motion To DishasSecond
ground for cancellation (trademark misuse) must be denied.

. REGISTRANT’S FIRST, THIRDFOURTH, FIFTH, SIXTH, SEVENTH, EIGHTH
NINTH, TENTH, ELEVENTH AND TWELFTH AFFIRMATIVE DEFENSESARE
PROPER AND SHOULD NOT BE STRICKEN

As ground for its Motion To Strike Registrant’s Affirmative DefensB®ad Tools
argues thatftlhe fact that for a period of time Road Tools LLC was listed as being
administratively in arrears for failing to timely file its annual reports aneéslwith the
Massahusetts Commonwealth, such that it resulted in an involuntary status of “admineirativ
dissolved” does not prevent the legal entity from existing or asserting its trademlaik in a
court of law or this administrative proceeding. The fact is theimidirative technicality has

been corrected and the Petitioner is no longer listed as administratively dissolved.”



Road Tools is wrong.

In Paradise Creationghe Court specifically noted the case of Stock Pot Restaurant, Inc.

v. Stockpot, InG.737 F.2d 1576, 222 USPQ 665 (Fed. Cir. 1984), where, similar to Road Tools,

the appellee was a dissolved Massachusetts corporation at the time it filed Suérafute did
not have capacity to sue under Massachusetts law. 737 F.2d at 1580, 222 USPQ.iae668.
Road Tools, during the course of proceedings, the appellee obtained reinstateinpuatsaiant
to a Massachusetts corporate revival suit, reobtained capacity tisudowever, thd?aradise
Creationscourt noted that th8tock Potourt “did notconsider whether the appellee lacked
Article 11l standing due to its lack of capacity to sue when the suit was brought.” Astlsec
Paradise Creations court made it clear itmhis case, where the issue of standingraperly
raisedat the outsetthat the dissolved entity would be found to lack any Article 3 standing to
bring its own claims and thulerein there are several unicaura related issues (as to “use in
commerce,” standing and the effect of reinstatement of a formerly dissolvedieattihust be
considered

To the extent that Road Tools’ counsel has further alleged “the remaining atfemat
defenses all fail to meet the requirements of a properly pled Affirmative Defenssir&gi
hereby responds by addressing the respective skfdrelow and also by requesting tlneiugd
the Board find that any of Registrant’s defenses have not been sufficiently pléxad¢iae t
Board allow Registrant to amend its answer accordingly.

LEGAL STANDARD

Motions to strike are not favored, and matter will not be stricken unlessuiityckas no
bearing upon the issues in the c&ee, e.g., Ohio State University v. Ohio Univer&ity
USPQ2d 1289, 1293 (TTAB 1999); aHidrsco Corp. v. Electricabciences In¢9 USPQ2d

1570 (TTAB 1988). Inasmuch as the primary purpose of pleadings under the Federal Rules of



Civil Procedure is to give fair notice of the claims or defeasssrted, the Board may decline to
strike even objectionablg@eadings where their inclusion will not prejudice the adverse
party,but rather will provide fuller notice of the basis #oclaim or defensé&ee, e.g., Order of
Sons of Italy ilAmerica v. Profumi Fratelli Nostra AG6 USPQ2d 1221, 1223

(TTAB 1995) (amplification of applicant’s denial of opposeafaims not stricken)-urther, a
defense will not be strickeas insufficient if the insufficiency is not clearly apparent,

or if it raises factual issues that should be determingtemeritsSee, generallyWright &

Miller, 5C Fed. Prac. & Proc. Civ.3d § 1381 (2008).

As dated in the TBMP Section 311.02(djirf answer may include affirmative assertions
that, although they may not rise to the level of an affirmative defense, negsstktdte the
reasons for, and thus amplify, the defendant's denial of one or more of the allegations in the
complaint. These amplifications of denials, whether referred to as "affirmatieesest”
"avoidances," "affirmative pleadings,” or "arguments,” are permitted by the Beeadde they
serve to give the plaintiff fuller notice of the position which the defendant plaakeart
defense of its right to registratio®eeHumana Inc. v. Humanomics ln8 USPQ2d 1696, 1697
n.5 (TTAB 1987) (allegations under heading "affirmative defenses" were in the patur
arguments in support of deniafl claim rather than true affirmative defenses and were treated as
such);Maytag Co. v. Luskin's, In228 USPQ 747, 747 n.3 (TTAB 1986) (sani@xtron, Inc.

v. Gillette Co, 180 USPQ 152, 153 (TTAB 1973) (objection to certain paragraphs of answer as
verbose and argumentative not well taken); BlaCormick & Co. v. Hygrade Food Products
Corp,, 124 USPQ 16, 17 (TTAB 1959) (allegation that registered mark is weak does not
constitute a collateral attack on validity of opposer's registrations).

ARGUMENT



Registrant’s First Affirmative Defense — (failure to state a claim upon which edflican
be granted).

Fed. R. Civ. P. 12(bgxplicitly permits a defendant to assert in the answer the "defense"
of failure to state a claimpwn which relief can be grantddoreover,Registrant’s First
Affirmative Defense is based, in part upon the fact that the Petitioner lackel@ Arétanding to
bring this action and thusly is a valid affirmative defense. In other wordgjen far the Board
to determine whether to strike Registrant’s assertion that Petitioner’s pleading ftdde a
claim upon which relief can be granted, it is necessagotoat the sufficiency of theriginal
(verbose and meanderinggtitionfor cancellation. In order to withstand the assartlmat a
pleading fails to state a claim, a plaintiff need only allege such factedhid, if proved,
establish that (1) the plaintiff has standing to maintain the proceeding, anda(#) ground
exists for opposing the mardowever, lecause Road Tools is asserted to have lacked standing
to bring the action and also had apparently abandoned the mark and thusly lacked a valid basis
for seeking to cancel the Registrant’s Registration, the original Petiisrid state a claim upon
which relief can be granted here{8ee: Paradise Creations inftaAs such, Registrarghould
have every right to defend on this basis under the circumstances herein and/cetémds to
move the Board to dismiss the original Petition on such basis.

Registrant’s Third Affirmative Defense — (Petitioner has abandoned any and all alleged
common law rights and any and all rights in Registration No. 2,563,728 without any intent to
resume such ugeThis affirmative defensevhich involvesan absence of proprietary riglitisan
alleged markprovides Petitionemwith notice ofRegistrant position withrespect tdRoad Tools’
claim of priority and, thus, primarilfunctionsto amplify applicant’s denial dRegistrant’sclaim
of likelihood of confusion and @snot prejudice Petitioner in any manner. As such, Registrant’s

third affirmative defense should not be stricken.

1C



Registrant’s Fourth Affirmative Defense— (Road Tools does not own any trademark
rights in the marks asserted). This affirmative defevigeh involves amnabsence of proprietary
rights in an alleged mark, provides Petitioner with noticRexjistrars position with respect to
Road Tools’ claim of priority and, thus, primarily functions to amplify applicargtgal of
Registrant’s claim of likelihood of confusion and does not prejudice Petitioner in amemas
such, Registrant’®urth affirmative defense should not be stricken.

Registrant’s Fifth, Sixth, and SeventhAffirmative Defenses— (Laches, Estoippel &
Acquiescencg

TBMP Section 311.02(b) praes in relevant part’ An answer may contain any defense,
including the affirmative defenses of unclean hands, laches, estoppel, acquiescence stake, mi
prior judgment, or any other matter constituting an avoidance or affirmative défense.

In this case, it has been specifically alleged that the Petitioner Road Tools, lddXxdai
comply with Massachusetts State law and allowed itself to become invdiudissolved and
lack any entity status and that it was further barred from conducting amebs other than the
winding up and liquidating of its affairs.

It has also been alleged and cannot be disputed that: (a) the Registrant’'s mark
CooleAp&ik, was published for opposition on August 19, 2008; (b) that no opposition against
such mark was filed by anyone, including Road Tools, LLC; and (c) that Registration No.:
3,527,661 for such mark issued on November 04, 2008. MordeeegistratiorNo.: 3,527,661
has subsisted on the Principal Register without any instances of any actual ccoafidsnan
correspondence, threat, or inquiry had ever been made between such parties. Indeedemto appar
contact had existed between these parties prior to the Petitioner filingttre ention. All the
while, Registrant useaind invested in its mark internationally amdde significant efforts,

including substantial investments of time and money spent towards usingiiRE@ISTERED
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mark in the United States\s such, Registrant has raised the respective defenses of Laches,
Estoppel and Acquiescence, because thesasksein Board proceedings, start to run from the
time of knowledge of the application for registration (that is, from the timm#rk is published
for opposition), not from the time of knowledge of uSeeNational Cable Television
Association v. Amesan Cinema Editors Inc937 F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir.
1991);Coach House Restaurant Inc. v. Coach and Six Restaurant93dd-.2d 1551, 19
USPQ2d 1401, 1404-05 (11th Cir. 1991); dnualiner v. Hops Grill & Bar Inc.52 USPQ2d

1310, 1312 (TTAB 1999Aquion Partners L.P. v. Envirogard Lidt3 USPQ2d 1371, 1373
(TTAB 1991) (laches defense in an opposition may be based on opposer's failure ttm @vject
earlier expired registration of substantially the same mark for subgtatiimkane goods).

And because the Registrant has been prejudioednly by the Petitioner’s delay in
opposing the mark, sending any correspondence regarding its alleged position or even filing the
cancellation matter in a timely fashion. Instead, the iBeé&tallowed itself to become
involuntarily dissolved on the records of the Massachusetts datigpase for nearly two years,
during which time, the Registrant reasonably believedRbatdTools hadceased in its business,
if any; had acquiesced and agreed to the Registrant’s use of its own mark andoath@bols
had been legallprecluded fronusing its own COOLPAD mark and/or otherwise challenging
the Registrant’s use of its ovCo0lPADEHR mark

Irrespectively, and because the parties’ respective marks apdrties goods are each
sufficiently distinct, and due to the acts and omissions of the Petitioneregfiant reasonably
believed that Road Tools would not challenge the Registrant’s use of its mark initée U

States nor the subjeCoolPRDER registrationduly issued in 2008.
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As such, it would be unfair and unreasonable to permit the Petitioner to seek tatlvancel
Registrant’s mark under such circumstandest such reason, the Motion to Strike should be
denied.

Registrant’s Eighth Affirmative Defense — (Petitioner’s alleged use of the mark is not
in the ordinary course of trade and is not “use in commerce” sufficient to hzablg use
supporting rights of the Petitioner under the Lanham Act or otherwiBkig.affirmative
defensewvhichinvolves a absence of proprietary rights in an alleged mark, provides Petitioner
with notice ofRegistrant position with respect to Road Tools’ claim of priority and, thus,
primarily functions to amplify applicant’s denial of Registrant’s claim of likelihobcbafusion
and does not prejudice Petitioner in any manner. As such, Registrant’sadfghthtive defense
should not be stricken.

Registrant’s Ninth Affirmative Defense— (Unclean Hands)

a. Duffy-Mott Co. v. Cumberland Packing Co. 424 F.2d 1095, 1009-160, 165 USPQ
422, 425 (CCPA 1970) and its progeny have favorably permitted the affirmative defense of
unclean hands as based on the conduct as is alleged in the Counterclaim herein ant thus, suc
affirmative defense should not be stricken. Indeed to trenefds discovery herein will likely
determine) that Road Tools abandoned the mark, failed to use its mark or othesdestalse
allegations in the Petition herein, the Registrant must be permitted to maiaiafsumative
defense. (see e.gd.oro Ca V. Grassmasters, In66 USPQ2d 1032, 1038 (TTAB 2008gver
Bros. Co. v. Shaklee Corf214 USPQ 654, 659-660 (TTAB 1982)P Foods, Inc. v. VIP
Food Products200 USPQ 105, (TTAB 1978) ; Stardust, Inc. v. Birdsboro Knitting Mills, Inc.
119 USPQ 270, 271 nb).

b) Registrant has also raised “unclean hands” as an affirmative defense herein on

alternative grounds, namely that of Road Tools’ misuse of Trademark Registration No.
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2,563,728 and/or misuse of the COOLPAD mark associated therewith. As sddigecause
discovery herein will elucidate such permissible and valid equitable legal igsei@nard
should not grant the Motion To Strike Registrant’s Ninth Affirmative Defense.

Registrant’s Eleventh Affirmative Defense— (Road Toolsclaims are barred because
the Petitioner has engaged in trademark misuse, and the Petitioner’s clajisdtien is being
used by, or with the permission of, the Petitioner so as to misrepresent the souecgoaids or
services on or in connection with which therknis usedl.

At page 4 of its Motion Road Tools asserts tHaademark nisuse is not an independent
cause of action, but is, instead only an affirmative defense to a trademarkeimieinigclain
However, noting that the doctrine of trademark misuse has been applied by civil courts in
infringement matters, its counsel still persists in seeking to strike sudrawnal proper
affirmative defense that was well and sufficiently pleaded in the Registramisek and
Counterclaim.

Inasmuch as the Pétiherhad clearly andindisputedly been admastratively dissolvedor
a period of time from April 2009 through and including the date that it brought this lediocel
proceeding, and through November 12, 2010, and because under Masttadaw, such
dissolved entity had no right to use the COOLPAD mark or to otherwise engage in any business
other than the winding up and liquidating of its affairs, the Registrant hascHegt any use of
the mark during such time, (by anyone); any reliance upon the cited ‘728 Registration by the
dissolved entity; and the bringing of this action itself each constitute actsleimaak misuse.

As such, the Eleventh Affirmative Defense is properly pled and should not be stricken.

CONCLUSION

14



For the foregoing reasons, the Board should deny the Petitioner’'s Motion. In the event
that the Board should grant any part of the Motion To Dismiss or Motion To Strike, Begistr

requests an opportunity to amend its pleadings accordingly.

Respectfully submitted, ANDERSON & ASSOCIATES

Dated:January 11, 2011 by:__/StephenLAnderson/
Stephen L. Anderson
Attorney for Registrant/Counterclaimant
27247 Madison Avenue, Suite 121
Temecula, CA 92590
Telephone (951) 296-1700
Facsimile (951) 296-2456

Certificate of Service
| hereby certify that on the date set forth below, a true copy of the foregoing
REGISTRANT'S RESPONSE TO MOTION TO DISMISS COUNTERCLAIM COUNT
TWO AND MOTION TO STRIKE AFFIRMATIVE DEFENSES
was mailed firstlass mail, postage prepaid, to
JEFFREY H. GREGER
LOWE HAUPTMAN HAM & BERNER LLP
1700 DIAGONAL ROAD, SUITE 310
ALEXANDRIA, VA 22314

Dated: January 11, 2011

Stephen L. Anderson
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